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DECI S| ON ON APPEAL

This is a decision on appeal under 35 U. S.C. § 134 from

the rejection of clains 15-22 and 24-26. W reverse.

BACKGROUND

The invention at issue is a laptop conmputer. The
conput er includes a body featuring a keyboard. A display
frame supporting a screen is pivotally nmounted through a hinge

at the rearnost end of the base to cover the keyboard when
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cl osed. Speakers are built-in to the frame at both sides of

t he screen.

Claim 26, which is representative for present purposes,
fol |l ows:

26. An electronic information apparatus
conpri si ng:

(a) a keyboard having a plurality of input keys
provi ded at an upper surface of the keyboard,

(b) a display elenment pivotally nmounted on the
keyboard by a hinge, the display el enent conprising:

(1) a display el enment body, and

(2) a franme supporting and surroundi ng the
di spl ay el ement body, the frame having one pair of
speakers therein, the speakers bei ng separated by
t he di splay el enment body and arranged al ong a
rotation axis of the display el enent.

The prior art applied in rejecting the clains foll ows:

Frey et al. (Frey) 4,483, 634 Nov. 20, 1984
Sherman et al. (Shernman) 4,808, 017 Feb. 28,
1989

Morris, Int’l Publication No. WO 91/04461, Apr. 4, 1991
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Tsuki zoe, Japanese Published Patent Application 02-
209100, Aug. 20, 1990

The exam ner rejects clainms 15, 20, and 24-26 under 35 U. S. C
8 103 as being obvious over Miris in view of Tsukizoe. He

al so

rejects clainms 16-19 under 8§ 103 as bei ng obvi ous over Morris
in view of Tsukizoe further in view of Frey and cl aim 22 under
8 103 as being obvious over Mrris in view of Tsukizoe further
in view of Sherman. Rather than reiterate the argunents of
the appellants or examner in toto, we refer the reader to the

briefs and answer for the respective details thereof.

OPI NI ON
After considering the record, we are persuaded that the
exam ner erred in rejecting clains 15-22 and 24- 26.
Accordingly, we reverse. W begin by considering the

examner's rejection and the appellants' argunent.

A copy of the translation prepared by the U S. Patent and
Trademark Ofice is attached. W will refer to the
transl ati on by page nunber.
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The exam ner asserts, "it would have been obvious ... to
have i ncorporated Tsukizoe Koichi's pair of speakers into
Morris's display systemsince this is an advancenent for
Morris conputer device [sic] to provide efficiency and
conveni ence for a blind user to hear the output fromthe
system" (Final Rejection? at 3.) The appellants argue, "that
t he exam ner can imagi ne a reason for incorporating the
secondary reference's stereophoni c speaker system and
pl acenent into the 461 patent does not inpact upon the

obvi ousness question.” (Reply Br. at 8.)

Clainms 15-22 and 24 specify in pertinent part the
following [imtations: "one pair of speakers at both sides of
the display elenent, the speakers being arranged al ong a
rotation axis of the display elenment and being physically
separated from each other at a predeterm ned space ...."

Simlarly, claim?25 specifies in pertinent part the foll ow ng

[ Aln exam ner's final rejection, which precipitates the
statutory right to appeal to the Board, 35 U S.C. 8134 (1988),
constitutes the ‘decision” of an exam ner for purposes of
81.196(a).” 1n re Wbb, 916 F.2d 1553, 1556, 16 USPRd 1433,
1435 (Fed. Cr. 1990)(citing In re Bush, 296 F.2d 491, 492,
131 USPQ 263, 264 (CCPA 1961)).
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[imtations: "one pair of speakers provided on the frame so
that the speakers are separated by the display el enent body,

t he speakers being arranged along a rotation axis of the
display element.” Also simlarly, claim?26 specifies in
pertinent part the followwng |[imtations: “a frame supporting
and surroundi ng the display el ement body, the frame havi ng one
pair of speakers therein, the speakers being separated by the
di spl ay el ement body and arranged along a rotation axis of the
display elenent.” Accordingly, clains 15-22 and 24-26 require
inter alia a pair of speakers arranged along a rotation axis
of a display elenent with one speaker at each side of the

el enent .

The exam ner fails to show a teaching or suggestion of
the limtations in the applied prior art. Mrris teaches that
“[p]ortabl e conputer 10 includes a housing having first and
second conpartnents 12 and 14 connected by hinge nmeans 16 for
pivoting the conpartnents to relative open and cl osed
positions as is well known in the art. [Means such as
detachabl e liquid crystal display screen 18 displ ays

information fromthe conputer when the conpartnments are in the
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open position ....” P. 3, Il. 26-32. “[Clonputer 10 al so

i ncl udes a m crophone and a speaker such as pop-up speaker
phone 50 ....” P. 5, Il. 1-3. The examner admts, “Mrris
has failed to disclose having a pair of speakers at both sides
of the display.” (Final Rejection at 3.) For its part,

Tsuki zoe teaches “two speakers placed at the left and right
sides of an inmage display device such as CRT and stereo sound
out put device that outputs sound fromthese speakers ....”"

Tsuki zoe Transl ation, p. 3.

The exam ner fails to identify a sufficient suggestion to
conbi ne the teachings of the references. “[l]dentification in
the prior art of each individual part clainmed is insufficient
to defeat patentability of the whole clained invention. |In re
Kot zab, 217 F.3d 1365, 1370, 55 USPQ2d 1313, 1316 (Fed. G

2000) (citing In re Rouffet, 149 F.3d 1350, 1357, 47 USPQd

1453, 1457 (Fed. Cr. 1998)). “Rather, to establish

obvi ousness based on a conbi nation of the elenments discl osed
inthe prior art, there nmust be sone notivation, suggestion or
teaching of the desirability of nmaking the specific

conbi nation that was made by the applicants.” [d., 55 USPQd
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at 1316 (citing In re Dance, 160 F.3d 1339, 1343, 48 USPQd

1635, 1637 (Fed. Cir. 1998); In re Gordon, 733 F.2d 900, 902,

221 USPQ 1125, 1127 (Fed. Gir. 1984).

Here, Morris’ conputer already includes a speaker as
af orenenti oned. Incorporating Tsukizoe s speakers into the
conput er woul d have been redundant. Because incorporating the
addi ti onal speakers woul d have added bul k, noreover, it would
have been contrary to industry’'s trend toward “m niaturi zation
of ... electronic information equipnment ....” (Spec. at 2.)
Nei ther the addition of Frey nor Sherman cures the defect of
t he proposed conbination. Because there is no evidence that
i ncorporating the additional speakers into Mrris’ conputer
woul d
have been desirable, we are not persuaded that teachings from
the applied prior art would have suggested the Iimtations of
“one pair of speakers at both sides of the display el enent,
t he speakers being arranged along a rotation axis of the
di spl ay el enent and bei ng physically separated from each ot her

at a predeterm ned space;" “one pair of speakers provided on

the frame so that the speakers are separated by the display
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el emrent body, the speakers being arranged along a rotation
axis of the display elenent;” or “a frame supporting and
surroundi ng the display el enrent body, the frame having one
pair of speakers therein, the speakers being separated by the
di spl ay el enent body and arranged along a rotation axis of the
di splay elenment.” Therefore, we reverse the rejection of
clainms 15, 20, and 24-26 as being obvious over Mrris in view
of Tsuki zoe, of clainms 16-19 as bei ng obvious over Mrris in
vi ew of Tsuki zoe further in view of Frey, and of claim 22 as
bei ng obvi ous over Moirris in view of Tsukizoe further in view

of Sher man.

CONCLUSI ON

In summary, the rejection of clainms 15-22 and 24-26 under

8§ 103 is reversed.

REVERSED
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